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The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 01 October 2007 . 
2a)Q This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) Ek] Claim(s) 8,19,25 and 29-44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) E3 Claim(s) 8. 19.25 29-35.37 and 39-44 is/are allowed. 

6) KI Claim(s) 36 and 38 is/are rejected. 

7) 0 Cjaim(s) is/are objected to. ~- 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 June 2001 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)Q Some * c)D None of: 

1 .[3 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) EH Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mait Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 > □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20071007 



Application/Control Number: 09/879,688 Page 2 

Art Unit: 2112 

DETAILED ACTION 



Claim Objections 

Claims 36 and 38 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 36 recites 
the broad recitation of a range of puncturing patterns, and claim 25 recites a narrow 
limitation of a single puncturing pattern within the range. Hence claim 36 fails to further 
limit claim 25. 

Claim 38 recites the broad recitation of a range of puncturing patterns, and claim 
29 recites a narrow limitation of a single puncturing pattern within the range. Hence 
claim 38 fails to further limit claim 29. 

Claim Rejections - 35 USC §112 

Claims 36 and 38 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
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of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 36 recites the 
broad recitation of a range of puncturing patterns, and claim 25 recites a narrow 
limitation of a single puncturing pattern within the range, which is the narrower 
statement of the range/limitation. 

In the present instance, claim 38 recites the broad recitation of a range of 
puncturing patterns, and claim 29 recites a narrow limitation of a single puncturing 
pattern within the range, which is the narrower statement of the range/limitation. 

Allowable Subject Matter 

Claims 8, 19, 25, 29-35, 37, 39-44 are allowed. 

The following is an examiner's statement of reasons for allowance: 
As per page 17 of the Applicant's Appeal Brief, "Appellants' teach that the minimum 
distance of the (48,10) encoder varies depending on* the positions of the 16 punctured 
symbols. Combinations of the 16 punctured positions, providing superior performance, 
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are shown below. When using the following combinations of the punctured positions, 
the (48,10) encoder has the minimum distance of 18 and' provides superior weight 
distribution". 

MPEP 2141 (III) states "Objective evidence or secondary considerations such as 
unexpected results, commercial success, long-felt need, failure of others, copying by 
others, licensing, and skepticism of experts are relevant to the issue of obviousness and 
must be considered in every case in which they are present. When evidence of any of 
these secondary considerations is submitted, the examiner must evaluate the evidence. 
The weight to be accorded to the evidence depends on the individual factual 
circumstances of each case. Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 218 
USPQ 871 (Fed. Cir. 1983); Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 
1367, 231 USPQ 81 (Fed. Cir. 1986), cert, denied, 480 U.S. 947 (1987). 

The Examiner asserts that it is well known in the art puncturing a code will not 
generally provide optimal minimum distance for a punctured code. It is also known that 
there is no general formula for producing a puncturing pattern to optimize minimal 
distance for a given code. Given a particular code the optimal puncturing pattern can 
be found for the particular code, but the puncturing pattern can only be guaranteed to 
be optimal for the particular code and will probably not be optimal for any other code. 
For example, given a particular (64, 10) code, an optimal puncturing pattern of 16 bits to 
generate a punctured (48, 10) code can be found for the particular (64, 10) code, but 
the puncturing pattern will most likely not be optimal for any other (64, 10) code and the 
generated punctured (48, 10) code from any other (64, 10) code is most likely not 
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optimal. Implicit in the argument on page 17 of the Applicant's Appeal Brief; is that the 
puncturing patterns in claims 8, 19, 25 and 29-44 correspond to specific (64, 10) codes 
for optimizing the minimum distance of the specific (64, 10) codes. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Torres whose telephone number is (571) 

272- 3829. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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